Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number:
Filing date:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ESTTA184663
01/04/2008

Proceeding 78877323

Applicant Sally J. Coxe

Correspondence William L. Bartow

Address DLA Piper US LLP
Suite 49001650 Market Street
Philadelphia PA 19103, PA 19013
UNITED STATES
ip.phil@dlapiper.com

Submission Appeal Brief

Attachments BON-07-1093 APPEAL BRIEF.pdf ( 25 pages )(6174752 bytes )

Filer's Name William L. Bartow

Filer's e-mail ip.phil@dlapiper.com

Signature /william |. bartow/

Date 01/04/2008



http://estta.uspto.gov

Altorney
Law Office
Serial No.
Wiark

Filed

Mark Type
Owner

TRADEMARK

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

: John C. Boone

: 104

. T&/RT7.323

: BONGBO BREW
> May 5, 2006

. Trademark

: Sally I Coxe

Une Liberty Place, Sulte 4500
1650 Market Stres
Philadelphia, PA 19103

Docket No.: BON-§7-1093

Date: January 4, 2008

FHILDIRAHPR

APPEAL BRIFY



INTRODUCTION

TABLE OF CONTENTS

D T I I I L R R R R T T I T T L S G

FACTS AND PROCEDURAL HISTORY ..o RPN |

SSUE .
ISSUE e ey R

ARGUMENT e e T ev e rns s s s s cevey D

L

VL

APPLICANT'S GOODS ARENOT RELATED TO THE GOODS AND
SERVICES OF

THE RESPECTIVE MARKS NOT CONFUSINGLY SIMILAR. ...

. APPLICANT'S GOODS AND THE GOODS OF THE CHED

REGISTRATION TRAVEL IN DIFFERENT CHARNELS OF

TRADE. ... e v bt N e s e ia b a s v e e i €k € @b s e s i s e v

W, NO CONFUSON 1S LIKELY BECAUSE THE PURCHASERS

OF THE RESPECTIVE GOORS AND SERVICES ARE

SOPHISTICATED ... e e e et e e e e

. THE CITED REGISTRATION IS ENTITLED TO LIMITED

PROTECTION BECAUSE THERE ARE A NUMBER OF SIMILAR

MARKS IN USE ON SIMILAR GOODS. e ot avrieesaaa

APPLICANT’S BONOBO BREW MARK IS ANATURAL
CUTGROWTH OF ITS TRADE NAME “"BONOBO
CONSERVATION INITIATIVE”, WHICH IT HAS USED

SINCE FO0. i e e eenannes oo

THE CITED REGISTRATION. ...t

G

.16

48

o ald

CONCLUSION ettt et ettt et te e e ee e e eaaa e e st aae e s i 22

TABLE OF AUTHORITIES b iy ey s Sae i seasana e asia

PRILIGES03 1 -

o



INTRODUCTION

Applicant/Petitioner, Sally J. Coxe, an individual, appeals the decision of the Examining

3 ’#

Altorney refusing registration of her application Serial Nunther 78/877,323 0 register the

o

Pl

e

mar
BONOBO BREW, The refusal 15 based on Lanham Act Section 2{d) n light of Registration N

3,000,676 for the word mark BONOBO’S (“Cited Registration™) owned by Bonobo's, LLC, Lid.
{"Regisirant™).

Applicant respectfully requests that this Board reverse the PT(O s finding in this regard
because Applicant’s BONOBO BREW mark i3 not Iikely to cause confusion with BONOBO S as o
source, atfiliation or sponsorship. There is no likelihood of confusion because the marks awe
sufficiently different and the goods in question are wyelated, Applicant’s BONOBO BREW mark
has an additional word and lacks the possessive ending of the Cited Registration. Applicant’s goods
are specifically “coffee and beer seld in connection with raising funds for and awareness of the
Bonobo and 1ts habitat,” in internationsl olasses 30 and 32, These goods are not related to the Cited
Registration’s “fruits, vegetables, various seeds, crackers, cookies, cakes and ice-crean {classes 29
and 36} and restaurant services {class 431 Further, Registrant’s restauwrant is & vegetarian restaurant

and, therefore, does not and will not serve coffee or beer. Because of the differences between the

relevant marks and goods, no Bkelihood of confusion exists.

FACTS AND PROCEDURAL HISTORY

Applicant, Sally I Coxe is the President of the Bonobo Conservation Initiative ("BCT™). B
is a non-profit, 301-{¢)(3) orpanization based in Washington, D.C. and the Democratic Republic of
the Congo. BCU s missionis to pmmé'ie conservation of the Bonobo, a near extinct chimpanzee that
Hves m the tropical forest of the Congo Basin. Funding s crucial for conserving the Bonobo and ity

habitat. Applicant seeks registration of BONOBO BREW in connection with coffes and beer

PHILH3R54093

Lex



because it intends to sell these goods 1o raise funds for conserving the Bonobo and its habitat.
Applicant’s BONOBO BREW mark for “coffee and beer sold in connection with raising
funds for and awareness of the Bonobo and its habitat,” in classes 30 and 32, has been finally

rejected as likelv to cause confusion with the mark BONOBO'S for “fruits, vegetables, various

-y

seeds, crackers, cookies, cakes and ice-cream {classes 29 and 30) and restawrant services {class 431
The BONOBO'S mark is actually used publicly as “Bonobo’s Vegetariag” or “Bonobo's
Restawrant” in conjunction with a vegetarian restaurant in New York, NY that does not serve coffee
or beer bevause such items are contrary o the restarat’s “eco-friendly food” philosophy.
Applicant filed ifs application to register the word mark BONOBO BREW o the Principal
Register, on May 5, 2006, The application listed “beer, frull juice beverages and vegetable juice
beverages” in International Class 032, A first Office Action was issued on October 12, 2006, The
PYO refused registration under Section 2{d} becanse Applicant’s BONOBO BREW mark allegedly
was likely to cause confusion with the Cited Registration. Inaddition, the word “juices,” which was
used to deseribe some of the applicant’s goods, was allegedly indefinite. ©On April 12, 2007,
Applicant filed a imely response to the first Office Action. In the Response, Applicant arended the
description of goods and provided arguments and evidence as to why BONOBO BREW is not Hkely
to cause confusion with the Cited Regisiration, The PTO withdrew the indefiniteness rejection but
on May &, 2007, it issued a final (ffice Action, making the 1 tection under Section 2(d) with resp
o both classes of goods in the application final. On November 8, 2007, Applicant filed a timely
response to the final Office Action with a Notice of Appeal. In addition to arguing against the
Section 2(d) refusal Applicant amended the goods and services by canceling “frut juice boverages
and vegetable juice beverages™ and adding “sold in connection with raising funds for and awareness

of the Bonobo and s habitat.” Thus, the listing of goods for which registration of BONOBO BREW

THILRASSLEI 1 4



is sought now reads “coffee and beer sold in connection with raising funds for and awareness of the
Bonobo and its habitat.”
ISSUE

The issue to be decided on appeal is whether Applicant’s BONOBO BREW mark for “coffee
and beer sold in connection w ﬁ raising funds for, and awareness of, the Bonobe and its habitat,” in
classes 30 and 32, is likely to cause confusion with BONOBO'S for “frutts, vegetables, various
seeds, crackers, cookies, cakes and ice-cream {classes 29 and 30) and restawrant services {class 4317

ARGUMENT

A relusal to register under Lanham Action Section 2(d) requires that thers be a Hielihood that
the public will be conlused by the Applicant’s mark and that this likelihood of confusion be
probable, not simply possible. dmerican Steel Foundries v, Robertson, 269 US 372 (1816). In
determining whether an Applcant’s mark is likely to cause confusion with a registered mark, the
Board considess the DuPont factors.] The factors at issus in this gppeal are: {1) the relatedness of
the goods and services; (2} the similarity or dissimilarity of the marks; (3} the similarity or
dissimilarity of established, likely-to-continue trade chansels; (4) the conditions wnder which and
buyers o whom sales are made, i, “impulse™ va. careful, sophisticated purchasing; and (5} the
number and nature of similar narks in use on similar goods,

With respect to the similarity in the marks and goods and services, to sustain a Section 2{d)
refusal where the respective goods are not competitive and the marks are not identical the PTO must

3

srove that: (1) the goods of the respective parties are “so related” that an ordinarily prodent
AN - ;

purchaser will Hkely be confised as to source, connection or sponsorship; and (2) the marks

{hemselves are confusingly similar. 24 J. Thomas MoCarthy, MeCarthy on Trademarks, § 24:27 (4th

"

Vdase B du Pont de Nemowrs & Co., 476 F.24 1387 ({CPA 19730,
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ed. 1992). It appears that the PTO has found that the goods are not competitive because it applied
the “related to” standard under Section 2{(d}).

Applicant’s BONOBO BREW mark ts not identical to the Cited Registration’s BONOBO'S

»

mark. In addition, Applicant’s specific goods of “coffee and beer sold in connection with raising

funds for, and awareness of, the Bonobo and its habitat™ are not competitive with the Cited

Registeation’s listed goods, namely, “fruds, vegetables, vartous seeds, crackers, cookies, cakes and

<

FOS-Creant ami restagrant services.” See United Srates v E.1 Dy Pont de Nemowrs & Co, 351 US

2N

377 (1956 (Goods are not competitive unless they are “reasonably interchangeable.”) Further, with

by X .

the deletion of “fruit julee beverages and vegetable juice beverages™ from the recitation of goods,
none of the respective goods or services overlap,

L APPLICANTS GOODS ARE NOTRELATERBTOTHE GOODS ANDSERVICES OF
THE CITED REGISTRATION

Applicant’s goods are limited to two specific beverages; coffee and beer, which are in

Classes 30 and 32, respectively. The application recites specifically that the beverages are sold in
connection with raising funds for and awareness of the Bonobo and its habitat. The Cited
Registration’s goods are limited to only foods, namely, fruits, vegetables, various seeds, crackers,
cookies, cakes and ice-cream inclasses 29, 30 and 31, The rocited services arg restaurant services in
class 43. For the following reasons, Applicants goods are not related 1o the goods and services
reciied in the Cited Registration.

A. Applicant’s Beer and Coffee Are Not Related To Registvant’s Fruits,
Vegetables, Vartous Needs, Urackers, Cookies, Cakes and Ice-Cream

As a preliminary matter, the burden ofproving likelihood of confusion is on the Undted States

Patent and Trademark Office. In re First Uniion Corporation, Serial No. 75/514468, 2002 TTAB




LEXIS 1459, *3 {TTARB 2002). Here, the PTO s finding that beer and coffee are related to the Clied

fta

Registration’s goods of fruits, vegetables, seeds, crackers, cookies, cakes and fce~cream is base
solely on i finding that “all foods and beverages are somewhat related™ because “{alll are produced
for the same purpose of dietary consumption .. .” See Final Office Action matled May 8, 2007, As
provided in detail below, this 13 not the proper standard for whether food and beverage goods are
related. The standard 1s whether the gonds are known to be complementary, Here, the PTO didno
find that the respective goods are rel ated hecause they are so known to be consumed together because
they complement sach other. Therefore, the PTQ has not met its burden of showing that the
respective goods gre related.
The goods recited in the application are not related 1o the Ciied Registration’s goods. As

X

ey

2

provided above, beverage and food goods are related, for likelihood of confision purposes, if't
are known to be “complementary.” See 24 I, Thomas McCarthy, McCarthy on Trademarks, § 24:48
{4th ed. 1992). The complememtary standard is not whether the foods or hoverages mray be
consumed together. It is whether the foods or beverages are often used in combination and are
consumed together to complement each other. 7-Eleven, Inc. v. HEB Grocery Compeny, LF,
Opposition No, 91162178, 2007 TTAB LEXIS 74, *16-17 (TTAB 2007 (UNPLUBLISHED) (citing
fnre Martin's Famous Pastry Shoppe, Inc 788 F.2d 1565 (Ted. Cu, 19843): see also Shen Mg Co,

fne, v Ritz Horel Lid, 393 F3d 1238 (Fed. Cir. 2004) {mere fact that two goods may be used
together does not demand a finding thet confusion is hikely). Therefore, that two goods are used
together, does not in iiself] justify a finding of relatedness. Shen, 393 F3d at 1244, “The test is not
that goods and services must be related i used together, but merely that that fnding i3 part of the
undertyving factual inguiry as to whether the goods and services at issue can be related in the mind of

the conswning public 13 to the origin of the goods.™ X

PHILI3S34993 7
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As a result, it has been held that bread and cheese gre related as are wine and cheese, These

respeetive combingtions are often used in combination and it is well known that they are consumed

together to complement each other. See e.g., Inre Martin's Famous Pastry Shoppe, Inc., T48 F.2d

i
Avil
g
A%
ey

¢

¢ J Gallo Winery v, Gallo Caitle Co., 967 F.2d 1280 (5th Cir. 1992}, Conversely, the Board
hias held that deinking water and heated frozen food entrees are not related, even though they may be
consumed together, because water it is not used in combination with the entree in the same way
bread and cheese are used together Yo complement each other. 7-Kleven, 2007 TTAB LEXIR 74,
*15; see also bave Mars, Ine. 741 F2d 393 (Fed. Cir, 1984) {reversing the PTO s refusal to repister
CANYON for fresh citrus fruits after finding that this mark would not cause confusion with the
registered CANYON mark for candy bars)y Yirarror v Borden, far., 644 ¥.2d 960 (2d Cir. 1981
{{inding no Lkelihood of confusion between BRAVO'S for crackers and BRAVOS for tortitia chips.)

1

As provided below, beer angd coffee are not complementary with fruits, vegetables, seeds,
crackers, cookies, cakes and ice-cream.

i Appleant’s Beer Is Not Related To Reghtrant’s Fruils, Vegetables,
Various Seeds, Crackers, Cookies, Cakes and fee-Cream

It has been held that beer is not related to non-alcoholic goods. In Swedish Beer Expors Co.
v. Carnada Dry Corp, the CCPA found that the mark SKOLA {or soft drinks s not Hkelv to cause
corfusion with the mark SKOL for beer because “soft drinks and beer are goods whose differences
are clearly recognized by would-be purchasers.” See 469 F2d 1096, 1087 (C.CP.A. 1972).
Similarly, the Board has found that water is not related to beer and ale. Alaskan Brewing & Boitling
Ca. v. Job Mason Oney, Opposition No. 86,988, 1896 TTAD LEXIS 79, *5 (TTAB 1898). In
Alaskan Brewing, the Board found that beer and water both are beverage products which meay be sold
i the same retail stores to the general consuming public but that “beer and sle, on the one hand, and

g}acier water, on the other, are specifically different products with specifically different uses, and

PEELTURSN0R.1 g



there s no evidence that these differing types of products ever emanate from a single source, mmh
less that consumers woudd expect themto.” 1d

The goods in question in dlasken Brewing and Swedish Beey were more closely relfated than

£

respective goods arc in this case. Indlaskan Brewing and Swedish Beer the respective goods were at
least both beverages.2 Further, in dlaskan Brewing, the goods in question were in the same class.
Here, the Registrant’s goods consist only of foods. Beer is in Class 32, while Registrant’s goodsare
only foods, none of which are in this class. None of Applicant’s goods are in this class.

in addition, like the bottled water and beer in Alaskarn Brewing, beer and fruits, vegetables,

specifically ditferent uses, and there is no evidence that these differing types of products gver
emanate from a single sowrce, much less that consumers would expect them to, Beer s a beverage
marketed and sold to adult consumers. Cookies, cakes and ics-cream are desserts that are also
marketed toward children and adolts and are generally sold 1 different areas of a supermarket than
alcoholic beverages, (Inmany cases, these goods are sold in completely different stores; beer being
sold in a bguor store and Cookies, cakes and ice-cream sold in a bakery) There has been no

evidence that a seller of fruits, vegetables, crackers, cookiss, ete. will Bkely, naturally, expand imto

’).7

elling beer. In particular here, and discussed in more detatl below, Registrant’s restaurani is a
vegelarian restavrant and, therefore, does not and will not serve beer, See ¢.g., Exhibit “A” of
November 8, 2007 Response to the final Office Action (“Response™); see adse, specimens suhmitied
on June 3, 2003 n Sertal No. 78/257 824 (application that became the Cited Registration}, showing

{he Bonobo’s mark used on "Pure Raw Organie Coconut O and on a menu featwring only rav

2 In addition, in Swedish Beer, the parties’ rarks were identical but for one letter added #t the end of the applicant’s
mark. Here, the Appleant’s mark is missing ah * 's 7 and containg an entire additional word, “BREW ™

PHILDIRAS8LT G



foods. Finally, beer is not known {0 be consumed with and complementary to frudls, vegetables,
seeds, crackers, cookies, cakes and ice-cream and there has been no evidence presented by the PTO
with respect to this issue,

2. Applcant’s Coffer Is Not 8o Related To Registrant’s Fruits, Vegetables,
Various Seeds, Crackers, Cookies, Cakes and lee-Cream

With respect to Registrant’s fruits, vegetables and seeds {which come from froits and
vegetables), the Board has found that fruit-based products such as fruit juice ave ot related to coffes
and food and beverages sold in coffee house-type restavrants. In Rudof Wild GmibH & Co. KG v ]
Uno Espresso, Inc., the Board found that the mark CAPRI for “whole and ground coffee beans,
espresso and other coffer beverages” was not likely to cause condusion with the registered mark
CAPRISUN for fruit drinks after finding that voffee is unrelated to fruit drinks. See Opposition No.
$3.813, 1998 TTAB LEXIS 128, %12-14 (TTAB 1998) (UNPUBLISHED). The Board found that
cotfoe and fruit drinks share only “two commuon characteristics: {1) Both are beverages {or can be
made into beveragesy; and (2) both can be purchased in grocery stores and supermarkets.” See
Rudolf Wild, Opposition No, 93,813, 1998 TTAB LEXIS 128, *12-14 (TTAB 1998). It then stated,

“in all other respects, the products are different.™ d at 13, In particulan, the Board found that “Tthe
respective goods] are sold in different sections of grocery stores and supermarkets; they are primarily
advertised and marketed to entirely different age groups, {coffee being generally marketed and sold

o adulis); .. they come in different packaging in that there is no evidence that in the United Siates,
espresso and other cotfee products are typically sold in supermarkets and grocery stoses in ready-to-

b

drink form as are juice drink beverages” X at *13, 15-16 (citing National Distillers Corp. v,
William Gram & Son, Ine,, S03F.24 719 (CCPA 1974) and stating, “coffes products and juice drink

beverages are more dissimilar than are cocktails made with brandy and brandy itself”)

PRILDIEROS3.L 18



Similarly, in fr re Sland Oasis Frozen Cockiail Compeny, Inc., the Board reversed the
PTOs refsal to register ISLANDER for concentrates for making frozen drinks and smoothies and
smoothie beverages consisting of fruit base based on a likelthood of confusion with ISLANDER
COFFEE HOURSE for restourant services that were, in effect, s coffee house. See Serial No.

FS/8R3,870, 2002 TTAB LEXIS 318, *6 (TTAB 2002)) (UNPUBLISHED).
With respect to Registrant’s crackers, cookies, cakes and ice-cream, the Board has ofien

found that such poods are not related to coffee and tea. In Chock Fudll O Nuts Corp. v. Chock-4-

Block, Ine, the appiicant’s goods were “cookies™ and the opposer’s goods were coffee, tea and

‘(

cocoa; cakes, pie and doughnuts; and restaurant and coffee bar services. The Board found that

applicant's cookies are most similar or closely relased to the bakery Hems, ie., “cakes, pie and
doughmus,” and oot the coffee and tea. 2000 TTAB LEXIS 337*7-8 (TTAB 2000)
(UNPUBLISHED) In addition, the Board refused to find that cookies are related to coffec and coflee
bar services and would not take judicial notice that coffec and baked poods are complementary. &d
{citing United States Navianal Bank of Oregon v, Midhwest Savings and Loan Association, 194 USFQ
233 (TTAB 19773

With respeet to fruits, vegstables and seeds, the goods in guestion in Rudelf Wild and Iland

¥

Qasis were more closely related than respective goods are in this case. In Rudelf Wild and Inland

Qasis the respective fruit goods were at least both beverages. Here, the Registrant’s goods consis

o

2

only of foods. In addition, coffes is marketed toward adults only while fruits, vegetables, various
seeds, crackers and cookies, cakes and ice-cream, especially, are also marketed toward children and
young adulis. Coffee is generally sold in different sections of grocery stores than Registrant’s goods

and likely comes in packaging ditferent from the packaging of Registrant’s goods {indeed, fuits and

vegetables, often, are not packaged at all}, See Rudolf Wild supra.
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Further, it has been held that coffer and the aforementioned goods of the Clied Registration
are generally not complementary, See e.g., Chock Full ' Nuts, supra. Even assuming arguendo
that coffee may sometimes be consumed with ice cream, cookies or cake, these itoms are not often
used in combination and are not consumed together fo complestent each other. Spe 7-Eleven, supra
{emphasis added}. At the very leasy, to show that Applicant’s coffee is consumed with Registrant’s
baked goods, something more st be shown than what was provided in the PTG s Office Actions.
Finally, as stated above with respect o beer and as discussed in more detail below, Registrant’s
restanrant is a vegetavian restaurant that does not and wonld not serve coffes. See .., Exhitit "A”
of November 8, 2007 Response, specimen submitted in Serial No. 78/257,824. This also means,
there is no likekhood that Registrant will naturally expand into selling coffes.

B, Applicant’s Beer and Coffee Are Not So Related To Registrant’s Restsurant
Ssrvices

Aside from Applicant’s goods being unrclated to Registrant’s goods, Applicant’s goods are
not refated to Registrant’s restaurant services, s well settied, that even where respective muarks are
stmilar, confusion 1s not abways likely when s similar mark is used on restavrant services and food
products. See MeCarthy § 24:48 (citing Lloyd’s Food Products, Inc. v. B, Ine. 987 V.24 766 (Fed.
Cir. 18931, “Something more” than a mere conflict between a use on food and & nse on restavrant
services is needed, such as use on a food product of the type fkely 1o be marketed by a restanrani.
See Jacobs v. bt T Mudiifoods Corp. 668 F.24 1234, 1236 ({COPA 1982). Forexample, in Sreve's Iee
Cream v Steve's Famous Hot Dogs the Board found no Hkelihood of confusion betwesn similar
marks, one for restanrant services and the other for ice cream, because there was ne evidence that the
restavrant made or sold fce cream under the same mark in connection with which i rendered
restaurant serviges. See Steve's Iee Cream v Steve's Famous Hot Dogs, 3 US.P.G.2d 1477, 1479

{TTAB 1987). Similarly, courts have found that a mark for goods s not kely to cause confusion

PHILNISSaHes.1 H)



with a similar mark for a store even if the store may seli the good or similar goods. Forexample, the
Thivd Circuit found that the mark FAMILY CIRCLE, for discount department stores, was not likely
to cause confusion with the registered mark FAMILY CIRCLE for magazines even though the
magazines could have been sold in the department store. See Family Circle, e, v, Fumily Cirele
Associates, Inc., 332 T.2d 334, 541 (34 Cir. 1964). Sinularly, the Seventh Crenit found no
hikelthvod of confusion between ZAZU for hair salon services and ZAZT for hair care producis even
though the products could be sold in the salon. See Zuzy Designs v, L'Oreal 5.4, 979F.2d 499, 509
(7th Cir, 1992) {superseded by statnte on other grounds),

Thus, to show that food and beverage goods are related to the restaurant services, the PTG
st provide “something more™ than simply the fact that the registration lists restausant services and
the application seeks to register food and/or beverages. Nevertheless, in the Office Actions, §f
appears that the PTO found that Applicant’s goods are related to Registrant’s restaurant seyviees

simply because Applicant’s goods are beverages and Registrant’s services are restaurant services, In
particular, in support of its finding in this regard, the Office Actions provide nothing more than “itis

<7

concefvable that the applicant’s beverages conld be served at restaurants fike the registrants™ and that
“I{lood products and food-related services have been considered related goods and services under
Section 2(8).” (Emphasis added}. The Office Actions did not provide any support for why
consumers would believe that Applicant’s goods corme fram the Registrant’s particular restaurant,
The PTOs findings are not enough to meet the “something more™ standard and, therefore, #t i
respectiully submitted that the PTO has not met its burden of showing a likelihood of confusion. In
addition, here, and discussed in more detai! below, Registrant’s restaurant is a self-prociaimed “oco-
friendly.” vegetarian restawrant and, therefore, does not and will not serve beer, See e g, Exhibit “A”

of November 8, 2007 Rosponse 10 the final Office Action {"Response”); see also, specimens

PHILDIESA0931 13



submitied on June 3, 2003 in Serial No. 78/257,824 {gpplication that became the Cited Registration),
showing the Bonobo's mark used on “Pure Raw Organic Coconut O™ and on a menu featuring only

raw foods,

Nevertheless, with respect 1o beer and restaurant serviees, in particular, the Federal Cireuit
has found that beer 1s not so related to restaurant services unless the prior registration for restanrant

services specifically recites that drewpub-type services are sold under the mark, See fn ye Coors

Brewing Co., 343 F.3d 1348,

v”A.

340 (Fed. Cir. 2003); In re Khckers, {nc., Serial No. 78/322,373,

2005 TTAB LEXIS 551, 14-13 (YTAB 2005} (UNPUBLISHED) ("the Coors Brewing court

explained that the case would have been different *if the registrant's mark had been for a brewpub or
for restaurant services and beer™.”) In Coors, the Federal Cirenit found that 1t was iwmproper for the

PTO to reject an application for registration of beer under the mark BLUE MOON because of a prioy
registration for BLUE MOON for restaurant services, The “something moore” was missing because
the evidence indicated that it was qutte uncommon for a restagrant and a beer to share the same
wrademark. See McCarthy § 2448 Inre Coory Brewing Co., 343 F3d at 1346 {finding that less than
1 11 500 restavrants sell their own private label beer), The Federal Cirewit noted that a mark for beer
may cause confusion with the mwark for & prior registration for restawrant services only i the prior
registration recites brewpub services, See fd at 1347,

Notably, in Coors, the Federal Cirenit stated that its reasoning also extends to all foods and
beverages including, specifically, coffee. U stated, “some restavrants sell their own private label ice
crean, while otiiers sell dheir own private label coffee. But that does not mean that any time a brand
of tee oxcam or ¢offee has & trademark that is similar o the registered trademark of some restaurant,

conswmers are likely to asswme that the coffee or foe cream s associated with that restavrant.™ Id at

1346, The cowt then stated

PEILEISSA0H3.E 14



in light 0 Cthe very large number of restaurants in this country and the
great variety in the names associated with those restaurants, the
pﬂ“tﬂfﬂ;iaé consequences of adopting wonld be to lndt dramatically
the namber of marks theat could be used by producers of foods and
beverages.

fin ve Coors Brewing Clo., 343 F.3d at 1346 {eruphasis added).

i

deral Cireuit has also found that that tea, which is similar to coffee, is

~

In that regard, the Fe
not so related 1o restaurant services, without move. See Jacobs v, Ini’'] Multifoods Corp., 668 F.2d
1234 (C.C.P.AL 1982) {finding no likelithood of confusion between BOSTON TEA PARTY for tes
and BOSTON SEA PARTY for “restaurant services.”™).
Here, Applicant’s beer is tn class 32 and its coffee is in class 30, The Cited Registration’s
restaurant sexvices are in class 43, The Cited Registration does not recite brewpub or microbrewery
refated services nor does it recite, specifically, beer or coffee, And, there 15 no evidence that the

restaurant selis a private iabel beer or coffee. Therefore, under Coors, the Cited Registration’s

restaurant services are not related to Applicant’s beverages. In addition, in Coors, the respective

s

BLUE MOON marks were identical where as here, the marks are not. To deny registeation of
Applicant’s coffee and beer simply because a registration recites restawrant services runs contrary to
the Federal Cirenit’s holding in Coors and the pelicy behind that holding.

Further, the evidence is coutvary 1o the Registrant’s restaurant selling coffee or besr, See
Steve's Iee Cream, supra. Registrant’s restanrant sells only raw foods and therefore # would not sell
brer ov coffee. As sucly, these products would not be in the “normal flelds of expansion™ as provided
in the Action. The specific nature of Registrant’s restaurant is evidenced by the specimens submitied
by Registrant during prosecution of its trademark application, which show the Bonobo’s mark used
i “"Pure Raw Organie Cocomit 0817 and on a menu featuring only raw foods. In addition,

Registrant’s websile states that i sells enly “raw™ “eco~friendly” foods. Ses pages from
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hito//www bonobosrestaurant.com, attached as Exhibit “A” to November §, 2007 Response. With

respeet to Bonobo's Restaurant’s food, the website states that “[alll vitamins, minerals and othe;
food components are not changed b id In addition, nothing i3 heated over 116 degrees
Fahrenheit in raw food cooking {see Exhibit “B” of November 8, 2007 Response). Beer is prepared
from malted barley among other Ingredients. The mall is prepared by a process that includes

mashing, or heating a barley preparation in water at 105~170 degrees Farenheit for some time. See
htpenuwildpedia org/wiki/Brewing (Exhibit “C” of November §, 2007 Response). Further, bottled
beer is generally pasteurized o remove microbiological organisms by heating it to at least 140
degrees for some minutes, or much higher temperatures for 1530 scconds. See

;

httpr/ivwww. micromatic.com/drafi-keg-beer-edw/bosr-pasteurization-aid-1 23 himl {(Exhibu “D” of
November 8, 2007 Response). Cotfee beans are necessarily roasted before they are ground, then the
beverage is preparcd with near-boiling water. See httpo/fenwilipediaorg/wiki/Coffee roasting
{Exiubit “E” of November R, 2007 Response). All of these processes and products are thus
antithetical to Registrant’s stated philosophy, regarding selling only vegetarian, in particular raw,
foods,

For the foregoing reasons, Apphicant’s coffee and heer are not related to Registrant™s foods

and restanrant services,

iL THE RESPECTIVE MARKS ARE NOT CONFUSINGLY SIDHLAR

In determining whether marks are confusingly similar, the marks must be compared in their
entireties and must be considered in connection with the particular goods or services for which they
are used. Opryland US4, Inc. v. Great American Music Show, Inc, 970 F24 847, 851 (Fed. Cin.

1992 Mr. Hero Sandwich Systems, Inc v, Romon Mead Co., 781 F.2d 884, BR7 (Fed. Cir. 1588).
Where the goods and services are directly competitive, the degree of sumilarity requived to prove a
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likelihood of confusion 15 less than in the case of dissimilar produets. Century 21 Real Estate Corp.
v, Century Life of America, 970 ¥.24 874, 877 (Fed. Cir, 1992}

A likelthood of confusion cannnt be predivated on dissection of a mark, that is, on only part
of a mark. More or less weight may be been given to a particular feature of a mark, provided the
ultimate conclusion rests on consideration of the marks in their entireties.  fn re National Data
Corp., 753 7,24 1056, 1058, (Fed. Cir. 1985). The disclaimed clements of a mark are relevant to the
assessment of similavity. Shes, 393 F.3d at 1243 {citing fn re Shell Ol Co., 992 F 24 1204, 1206
(Fed. Cir. 19933}, This ig so because confusion is evaluated from the perspective of the purchasing
publie, which is not aware that certain words or phrases have been disclaimed. Jd

Here, as provided above, Applicant’s goods are not competitive with, identical or related o
the Cited Registration’s goods or services. Therefore, more similarity between the marks is required
before a likelihood of confusion can be found.

Further, the marks are dissimilar in sight, sound and meaning. Applicant{’s mark is
BONOGBO BREW; the cited Regisiration s BONOBO’S {generally pronounced “Bono-boze™).
Applicant’s mark is a two word, four syliable mark, and the cited mark is 2 one word, three syllable
mark. The two-word promunciation pattern of BONOBO BREW thus differs greatly Srom the single-
word pronunciation of the cited wark, The word “BONQBO” is also used as an adjective modiying
“BREW™ in the Applicant’s mark, while the cited mark is presented a5 a possessive noun with no
modified noun. In BONOBO BREW the pronunciation emphasis is on “brew™ whereas in the Cited
Registration, the eraphasis is on “boze” Further, the Cited Registration’s mark ineludes an

PR 1

apostrophe “s”; a possessive, indicating that i is used in connection with foods that are simifar to

what 1y inciaded ina Bonobo's dist.
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BONOBO'S, as used in Registrant’s mark, is merely descriptive, and therefore inherently
weak and not entitled to wide protection. As indicated in Exhibit “4” of the November 8, 2007
Response, the foods served in Registrant’s restaurant (Registrant’s only current place of business
using any “bonobo™ nane) is based on the actual diet of the chimpanzee species known as “bonobs.”
Conseguently BONGBO'S simply describes the type of fare at Registrant’s restaurant, namely, food
caten by bonobos, Clearly this impression 1s not conveyed by Applicant’s BONOBO BREW, as one

would never think that a bonobe drank beer or coffee. To the contrary, BONOGBO is an arbitrary
ferm with respect to Applicant’s beer and coffee,

Alternatively, the CCPA has found thet where a registered mark consists of one arbitrary
word and the mark sought-to-be-registered includes that werd followed by a second word, the marks
can be sufficiently dissimilar despite sinuilar goods and sexvices. In particular, the CCPA found that
the mark PEAK PERIOD, as applied to personal deodosant, did not so resemble the previously used
mark PEAK, as applied to a dentifrice, as to be likely to cause confusion, See Colgate-Palmolive
Co. v, Caster-Weallace, e, 432 F.24 1400 (CCPA 1970

1t appears that the case for confusion was much stronger in Colgate-Palmolive than here. In
Colgate-Falmolive, the respective marks’ A:‘St word was identical; PEAK and the goods were closely
related. Here, the respective first wordsg are not identical. Registrant’s mark 13 BONOBO'S,
Applicant’s 1s BONOBO BREW. In addition, here, the goods and services are not related for the
reasons provided above.

Accordingly, the substantial differences between the sight, sound and meaning of the marks

involved points away from likelthood of confusion.

L APPLICANT'S GOODS AND THE GOODS OF THE CITED REGISTRATION
TRAVEL IN DIFFERENT CHANNELS OF TRADE

Consumers are not likely 1o be confused as to the source of origin of Applicant’s beer and
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coffee because Registrant’s foods are sold only through s restaurant. In the restaurant, customers
order food and the food is served by wait-staff or counter attendants. These individuals provide a
second level of explanation regarding the goods. Conversely, Applicant’s goods are to be sold in
supermarkets and through BCL itself.  Therefore, the respective goeds are not likely o0 be
encountered by the same purchasers,

IV, NO CONFUSION 1S LIKFLY BECAUSE THFE PURCHASERS OF THE
RESPECTIVE GOODS AND SERVICES ARE SOPHISTICATED

Conswners of Registrant’s goods and services are not “ordinery™ but are relatively
discrintinating purchasers, which makes it less likely that consumers would be confused as 1o the

source of Applicant’s goods. Registrant’s restaurant serves only raw, “eco-friendly” food. See
Exhibit "A” of November §, 2007 Response. There are a relatively few nuntber of such restaurants
and consumers of raw food are very careful about selecting a restaurant that serves food and
beverages that meet thelr strict dietary requirermnens (for example, to avoid accidental tainting by
meat products), o fact, many consumers of only raw foods consider products such as beer and
coffee to be akin to “poison.” See e.g, httprdiwww . bevondveg com/fu-j-Vraw-cooked/raw-cooked-
Tashto! (Exhibit °F” of November &, 2007 Response). Certainly, a consumer, who after carefud

consideration of his or ber particnlar diet, patronizes Registrant’s raw, sco-friendly food restaurant

£

Py

would not be confused into believing that Bonobo Brew, under which beer and coffee are sold,
originates from the same source as the restaurant or other goods., The care used in selecting a
restavrant or foods based upnn whether they meet certain dietary requiremnents is akin to the care
used in selecting relatively expensive foods or restaurant services. See e.g, Barbecue Marx, Inc. v,
331 Qgden, Ine., 235 F34 1041 (Tth Cir, 2000} (Inding that consumers of relatively expensive

restaurant services are relatively diseriminating.) Furiher, as provided above, consumers of beer and

eoffes are adults.
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Because consumers of Registrant’s goods are relatively sophisticated, there is no reasonable
possibility of confusion between Applicant’s coffee and beer and Registrant’s foods and restaurant
services.

Y. THE CITED REGISTRATION IS ENTITLEDR TC LIMITED PROTECTION

BECAUSE THERE ARFE ANUMBER OF SIMILARMARKS IN USKE ON SIMILAR
GQOBS

Registrant’s mark is limited in scope becanse other “bonobo™ marks co-exist on the principal

register and i commerce. The mark BRONOBOS (Serial No. 76/647,660) has been allowed for food-
& ¥ Fy

~

related goods, namely, “reconfigurable mealiime accessory totes.” This mark is virtually identicalto

v

Registrant’s mark and claims arguably related goods and 18 much closer than Applicant’s mark.
b o & & k

However, these marks are able to co-exist on the register. In fact, Registrant’s mark was not even
cited against the BONOBO'S application during prosecution.

in addition, the marks of these respective entities will be able to co-exist especially given the
fact thay the Bonobo is an animal (like Eagle or Chicken). There are a great number of trademarks
that are relaied to antmals, for exaraple, “Eagle” brand, that are able to co-extist. In particular, the
mark “PANDA” for “Restaurant services, namely Chinese fast food restawrant and take out services”

g

{Serial no. T8/776,425} has recently been allowed despife the earlier-filed “PANDA™ for “beer,”

)
{Serial Mo, 78/651,858) which alse was recently allowed. See Exhibit G of Movember B, 2007
Respouse. PANDA for restaurant services and beer i8 arbitrary as BONQGBO is here for similar
goods.

indeed, the co-existence of these PANDA marks show that it is contrary to public policy to
allow an entity to preciude the use of the name of an animal for any and all food or beverage related

goods simply because the mark or an arguably similar mark may be used for restaurant services.

Aside from the aforementioned PANDA marks, there are other mnimal-related marks for stmilay
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goods and services that co-exist. See e.g. Exhibit “H” of November 8, 2007 Response, THE
LAUGHING GOAY (Reg. No. 3295291 for “Cafes; Cofize shops: Restaurant services” and THE
NAKED GOAT (Reg. No. 30B6746) for “CHEESE™ Asprovided above, the concern of marks for

restanrants precluding an overly broad range of marks for food products was part of the basis of the
Federal Cirenit’s holding in fn re Coors Brewing Co.

Further, there are other Bonobo marks that have been able to co-exist in commerce. For
example, clothing is  sold under the name “Bonobo.” See  pages  from
hitpr/fwww boncboplanct.com/autumn-winter-07. php, Exhibit “I” of November 8, 2007 Response.
VL APPLICANTS BONOBRO BREW MARK IS ANATURAL OUTGROWTH OQF ITS

TRADE NAME “BONOBO CONSERVATION INITIATIVE”, WHICH IT HaS
USED SINCE 1988

As provided above, Applicant 1 a not-for~profit organization incorporated in the District of
Columbia on June 16, 1998 and granted 301{c)(3) status in April 1999, Applicant is dedicated to
preserving the bonobo species and its habitat and has been using the trade name, Bouobo
Conservation Intiative sinee 1998 and has used the web address bonobo.org since 2000, Both of
these dates predate Registrant’s November 1, 2002 use of BONQOBO'S. The BONOBG BREW mark
is & natural outgrowth of the Bonobo Conservation Initiative trade name and web address, which
further reduces any likelthood of confusion. In particular, the public has come to recognize the
Bonobo Conservation Initiative marks as associated with BCIL The BONOBO'S mark has been able
{0 co-exist with the Bonobo Conservation Inifiative marks and will be able to co-exist, without

confusion, with Applicant’s BONOBGO BREW mark.

CONCLUSION

Based on the foregoing, Applicant respectfully submits that #ts BONOBO BREW mark is not

likely to cause confusion with the mark of the Cited Registration. Applicant’s goods are speciﬁ@aﬂy
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“ecotfes and beer soid in connection with raising funds for, and awareness of, the Bonobo and its

¥ %

fabitat,” in classes 30 and 32, which are unrelated to the Cited Registration’s goods and restaurant

l

services, Further, Registrant’s specimens and other evidence clearly show that restaurant is &
vegetarian restaurant with a particular philosophy regarding raw, “eco-friendly™ foods and, therefore,

does not and will not serve coffee or beer. For the foregoing reasons, Applicant respectiidly requests

that the Board reverse the Examining Attorney’s refusal to register BONOBO BREW wder Section

Respectiully submiited,

S K AR AR AT TR A A A A A
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Date:

Willlam L. Bartow
Reg. No. 54,981
Atterney for Applicant

WLRB/sh

DLA Piper US LLP

One Liberty Place

1650 Market Street, Suite 4960
Philadelphia, PAL 19103

Phone: 215.656.2458

Fax: 215.636.2498

Email william bartow@dlapiper.com
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